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The article is devoted to the legal analysis of the recognition of rights to an invention (utility
model) as invalid in court. It analyzes the features of the subject composition of persons who have
the right to file a claim for invalidation of invention (utility model) rights. It is established that in 2020,
the institution of invalidating invention (utility model) patents was replaced by the institution of
invalidation of invention (utility model) rights. It is proven that when initiating court proceedings, the
plaintiff describes several key issues in the lawsuit: which right (interest) is violated; by whose
actions or inaction such right is violated (who should be involved as a defendant in the case);
whose rights or obligations may be affected by the decision in the case (who should be involved
as a third party who does not make independent claims regarding the subject of the dispute); what
circumstances confirm the fact of violation of the right (interest) of the plaintiff (the actual basis of
the claim) and the evidence that proves that such circumstances took place; the provisions of law
on the basis of which the plaintiff will substantiate his/her claims (legal basis of the claim), and
within which jurisdiction the dispute should be resolved. It is established that the right to appeal the
decision of the NOIP Appeals Chamber regarding invalidation of the rights to an invention or utility
model is exercised only by the parties to such proceedings, i.e. the complainant, or the owner of a
patent whose rights have been declared invalid in whole or in part by such a decision of the NOIP
Appeals Chamber. It is substantiated that the basis for invalidating invention (utility model) rights
is a combination of two proven factual circumstances: violation of the rights (legal interests) of the
plaintiff as a result of the validity of invention (utility model) rights and the real existence of grounds
for the court to recognize invention (utility model) rights are invalid. It is highlighted that the violation
of the plaintiff's rights or legal interests in the rights to invalidate the right to an invention, a utility
model can be justified by: the existence of rights to similar utility models that were registered earlier
than the rights of the defendant; availability of the plaintiff's co-inventor's rights; impossibility to
carry out economic activities, manufacture and use products on the territory of Ukraine (due to
patent trolling of the defendant as a patent owner); impossibility to freely import into the territory of
Ukraine the goods that can be considered to be manufactured using each feature included in the
independent clause of the claim of the invention under the current patent; violation of the plaintiff's
rights as an employer (the subject of property rights to a service invention, utility model), the
existence of rights to an invention (utility model) registered by other persons, etc.
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Statement of the problem. The institution of invalidation of invention patents (utility
models) was replaced by the institution of invalidation of invention (utility models) rights,
which eliminated inconsistencies between the provisions of the Law of Ukraine "On the
Protection of Inventions (utility models)" (hereinafter — the Law) and Art. 469 of the Civil
Code of Ukraine (hereinafter referred to as the Civil Code of Ukraine), which directly
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provided for the possibility of invalidating intellectual property rights, rather than the
patent protection document. However, the expediency and justification of such changes
are in the focus of scholars in the field of intellectual property, and are the subject of
scientific discussions. Invalidation of rights to an invention (utility model) can be carried
out in a judicial procedure, or in an extrajudicial procedure by applying to the Appeals
Chamber of the UKRNOIVI. Appealing to the court to protect one's violated right is a
universal method of rights protection. The relevance of this research is indicated by the
fact that in every court case the plaintiff must prove the existence of a violated right and/or
interest. Interest is one of the signs of a plaintiff in any court case, and disputes about the
invalidation of rights to an invention, a utility model are no exception. Law enforcement
practice shows the presence of different case law, which reflects that different persons can
act as plaintiffs in this category of claims. In the scientific literature, different opinions are
also expressed on this matter, which additionally indicates the relevance of this scientific
research.

Research status. Patent law is a field of scientific interest of the leading scholars in
the field of intellectual property. In particular, the issue of legal protection of inventions
(utility models) and protection of rights to them was the subject of studies by P. Borovyk
[1], E. Hareiev [2], L. Tarasenko [3, 4, 5], A. Nyzhnyi [6], O. Kashyntseva [7], H. Yarema
[8], V. Karaban [8] and others. At the same time, these scientific studies practically did not
touch on the issues of invalidation of rights to inventions (utility models) in general and
subjects who can apply for such claims, so this issue is relevant for scientific analysis.

The purpose of the article is to characterize the legislative provisions regarding
invalidation of invention (utility model) rights, to determine the persons who have the right
to appeal with the specified requirements, to substantiate the conclusions regarding the
improvement of the legal regulation of the studied relations.

The objectives of the article are to determine the points of discussion expressed in
the scientific literature and enshrined in the current legislation regarding the recognition of
rights to inventions (utility model) as invalid, to analyze them, to characterize the ways of
improving the current legislation of Ukraine in the researched area.

Presentation of the main material. Art. 33 of the Law of Ukraine "On Protection of
Rights to Inventions and Utility Models™" is devoted to the invalidation of rights to an
invention (utility model) in court. Thus, in accordance with part 1 of this article, the rights
to an invention (utility model) may be declared legally invalid in whole or in part in the
event of:

a) non-compliance of the patented invention (utility model) with the conditions of
patentability defined by Article 7 of this Law;

b) the presence in the formula of the invention (utility model) of the features that were
not in the submitted application;

¢) violation of the requirements of Part 2 of Article 37 of this Law;

d) state registration of an invention (utility model) as a result of submitting an
application in violation of the rights of other persons.

As you can see, this norm does not say anything about the subject composition of
persons who can initiate a legal dispute about the recognition of rights to an invention
(utility model) as invalid. Parts 3 and 4 of the same article of the law also do not regulate
the specified relations.

The only mention of a possible plaintiff in this category of cases is found in Clause 4,
Part 1 of Art. 33 of the mentioned law, from which such grounds of invalidity as state
registration of the invention (utility model) due to the submission of an application in
violation of the rights of other persons can be seen. These other persons, whose rights have
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been violated by the submitted application for registration of the invention, utility model,
and may be proper plaintiffs in this litigation.

We draw attention to the fact that Art. 33-1 of the Law of Ukraine "On the Protection
of Rights to Inventions and Utility Models" regulates the recognition of rights to inventions
(utility models) as invalid out of court (by the Appeals Chamber of the UKRNOIVI), and
part 1 of this article states that any person (including one acting through an intellectual
property representative (patent attorney)) can submit a substantiated application to the
Appeals Chamber to declare the rights to an invention (utility model) invalid in whole or
in part due to non-compliance of the invention (utility model) with the conditions of
patentability, determined by law.

We believe that legal proceedings regarding the recognition of rights to an invention
(utility model) as invalid can be initiated by any person who considers himself a plaintiff.
At the same time, in order to obtain the right to the satisfaction of the claim, such a plaintiff
must be proper, and therefore must prove his interest (the presence of the violated right
and/or interest).

Attention should be drawn to the fact that in separate court proceedings initiated after
the amendments to the Law of Ukraine "On the Protection of Rights to Inventions and
Utility Models" regarding the name of the method of protection of rights that can be applied
by the court (the amendments were made by the Law of Ukraine "On Amendments to
Some Legislative Acts of Ukraine on the Reform of Patent Legislation™ dated 21.07.2020),
the subject matter of the lawsuit continued to often be the claim to invalidate the patent
itself, and not the rights to the invention (utility model). L. Tarasenko rightly emphasizes
that case law initially did not fully accept the legislative changes, since the courts continued
to invalidate patents, not the rights, for some time. On the other hand, invalidation of the
rights to inventions (utility models) was rare during 2020-2022 [3, p. 72].

Consequently, for example, the claim to invalidate the patent of Ukraine for the utility
model No. 100422 "Protective overlay of an electronic device" was the subject matter of
court proceedings in the case No. 922/4722/21, although the lawsuit was filed after the
entry into force of legislative amendments regarding the method of protection of rights,
which can be applied by the court in such categories of cases [9].

Initiating legal proceedings, the subject whose right is violated, unrecognized, or
disputed resolves several key issues: which right (interest) is violated; by whose actions or
inaction such right is violated (who should be involved as a defendant in the case); whose
rights or obligations may be affected by the decision in the case (who should be involved
as a third party who does not make independent claims regarding the subject matter of the
dispute); what circumstances confirm the fact of violation of the right (interest) of the
plaintiff (the actual basis of the claim) and the evidence that proves that such circumstances
took place; the provisions of law on the basis of which the claimant will substantiate his
claims (legal basis of the claim), and within which jurisdiction the dispute should be
resolved.

Avrticle 33 of the Law of Ukraine "On Protection of Rights to Inventions and Utility
Models" does not provide for any restrictions on entities that may apply for invalidation of
rights to inventions (utility models). This gives grounds for asserting that any subject of
civil relations can apply for the protection of his violated right or legitimate interest.

This conclusion also follows from the constitutional principle of the administration of
justice, enshrined in Article 124 of the Constitution of Ukraine, which states that the
jurisdiction of the courts extends to any legal dispute and any criminal accusation. This
means that a person's right to apply to court for dispute resolution cannot be limited by law
or other legal acts. Any person who believes that his/her right or legal interest has been
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violated, can apply to the court. A similar provision is enshrined in Part 2 of Article 35 of
the Law. Thus, the jurisdiction of the courts extends to all legal relations arising in
connection with the application of this Law.

At the same time, in part 11 of Article 33* of the Law, which provides for an out-of-
court procedure for contesting the validity of rights to an invention (utility model), provides
that the parties themselves may appeal the decision of the Appeals Chamber approved by
the NOIP, adopted as a result of the consideration of the case on the recognition of rights
to an invention (utility model) as invalid, in court within two months from the date of its
receipt. From a literal analysis of this rule, it can be concluded that only the parties to such
proceedings have the right to appeal such a decision, that is, the complainant (applicant),
or the owner of a patent whose rights have been declared invalid in whole or in part by the
decision of the NOIP Appeals Chamber.

However, this is only one of the options for possible entities that can apply to the court
in a specific situation: when they are not satisfied with the decision of the NOIP Appeals
Chamber. In this case, the lawsuit submitted to the court will contain claims for annulment
of the decision of the NOIP Appeals Chamber and for recognition or refusal to recognize
the rights to the invention (utility model) as invalid.

Therefore, the issue of the right to appeal to the court with the demand to recognize
the rights to the invention (utility model) as invalid should be considered more broadly,
through the prism of the institution of the right to claim, the elements of which are: the
right to appeal to the court and the right to satisfy claims.

Moreover, the out-of-court procedure for contesting the validity of the rights to an
invention (utility model) is not mandatory, but an alternative option aimed at the
consideration of the case directly by NOIP specialists who have special knowledge in this
field, and the relief of the judicial system. Therefore, it is an option at the discretion of the
applicant, and judicial protection is universal and can be applied by any subject. In
particular, taking into account the fact that the jurisdiction of the courts extends to all legal
relations in the state, the right to appeal to the court with a demand to declare the rights to
an invention (utility model) invalid in whole or in part is vested in any subject who, in his
subjective opinion, considers, that as a result of the existence of rights to such an invention
(utility model), its legal rights (or interests) are violated, not recognized or disputed.

Article 33 of the Law has no details concerning the entity that has the right to apply
to the court with a demand to declare the rights to an invention (utility model) invalid, and
Part 11 of Article 33 of the Law clearly stipulates that such a right belongs to the parties:
the person who filed an application to declare the rights to the invention (utility model)
invalid, and the patent owner.

However, in our opinion, in this case, it should be said that the parties, if there are
factual grounds, will have the right to satisfy the claim for annulment of the decision of the
Appeals Chamber and recognition or refusal to recognize the rights to the invention (utility
model) as invalid. However, any subject who believes that his right has been violated can
file such a lawsuit.

However, even if there are legal grounds for canceling the decision of the Appeals
Chamber in court, the claim cannot be satisfied if it is brought by an entity other than the
parties who participated in the proceedings on the invalidation of the rights to the invention
(utility model) in the Appeals Chamber. At the same time, taking into account the fact that
the procedural legislation does not provide for the institution of an improper plaintiff, we
believe that all such subjects (except the parties) should be considered in the level of
persons who do not have the right to satisfy claims for annulment of the decision of the
Appeals Chamber.
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At the stage of opening proceedings in the case, even in the presence of an obvious
fact of filing a lawsuit by an improper subject, the court is not empowered to decide
whether a specific plaintiff has the right to satisfy his claims. This can only be done as a
result of a trial. In turn, an application to the court with a demand to challenge the decision
of the Appeals Chamber by another entity, and not by the parties in the sense of Part 4 of
Article 33! of the Law, is a reason for refusing to satisfy the claims, since the plaintiff in
such a case will be "inappropriate”.

Therefore, only the entity whose claim is supported by proper, reliable and admissible
evidence of grounds for invalidating invention (utility model) rights and the fact of
violation of his right or legitimate interest has the right to satisfy such claims. The absence
of circumstances that would confirm the existence of a violation of the right of the person
for whose protection he/she applied, or of an interest protected by law, is the basis for
refusing to satisfy the claim for invalidation of the rights to the invention (utility model).
The question of whether a violation really occurred and whether the plaintiff is entitled to
the satisfaction of his claims is decided by the consequences of the trial.

Consequently, for example, in the court case on invalidation of the rights to the
invention (utility model), the plaintiff substantiated his claims by the fact that due to the
existence of rights to utility models, he is limited in the use in the process of his production
of agricultural machines of the abutment assembly of the bearing support of the working
disk of the soil-cultivation unit, support unit of the bearing support of the curved working
disk of the soil-cultivation unit, the bearing support of the soil-cultivation unit's working
disk. The existence of rights to the specified utility models became the basis for the
defendant's actions, which can be interpreted as patent trolling. And the utility models
themselves do not meet the conditions for granting legal protection, in particular, they are
not new, because the utility models are publicly available and were previously protected
on the basis of patents that ceased to be valid on April 3, 2017 [10].

When making a decision, the court resolved two key issues in the case: the issue of
the existence of a confirmed violation of the plaintiff's rights or interests due to the
existence of rights to utility models that were protected by patents; and the issue of real
compliance of utility models with the conditions of patentability, in particular, the
"novelty" criterion.

At the same time, in another court case regarding invalidation of the rights to an
invention (utility model), the court indicated in its decision that before providing a legal
evaluation of the patent of Ukraine for the utility model No. 100422 "Protective cover of
an electronic device", it should be established whether the plaintiff's rights are violated or
protected by law interests in this contested patent (the rights it certifies) [11].

Motivating their decisions, the courts were guided by the Decision of the Constitutional
Court of Ukraine No. 18-pr/2004 dated 01.12.2004 regarding the interpretation of the term
"interest protected by law" as an independent object of judicial protection. In particular, such
an interest must be understood as the desire to use a specific tangible and/or intangible good,
determined by the general content of objective and not directly mediated in subjective law, a
simple legitimate permission, which is an independent object of judicial protection and other
means of legal protection in order to meet individual and collective needs that do not
contradict the Constitution and laws of Ukraine, public interests, justice, good faith,
reasonableness and other general legal principles.

Therefore, having established the presence of the person who brought the lawsuit, a
subjective material right (interest protected by law), for the protection of which the lawsuit
was filed, the court finds out the presence or absence of the fact of violation, non-
recognition or dispute and, accordingly, makes a decision on the protection of the violated



O. Rapita
ISSN 2078-4503. BicHuk JTbBiBCbKOro yHiBepcuTeTy. Cepis topuandHa. 2024. Bunyck 79 139

right or denies the plaintiff protection, having established the groundlessness and
unreasonableness of the stated demands. Implementation of civil legal protection takes
place by eliminating violations of civil law or interest, imposing the obligation to restore
the violated right on the violator.

Therefore, in our opinion, the basis for invalidating invention (utility model) rights is
the symbiosis of two proven factual circumstances: violation of the rights (legal interests)
of the plaintiff due to the validity of invention (utility model) rights as well as the real
existence of grounds for the court to recognize invention rights (utility model) invalid,
provided for in Part 1 of Art. 33 of the Law of Ukraine "On Protection of Rights to
Inventions and Utility Models".

We believe that the violation of the plaintiff's rights or legal interests can be justified,
in particular: by the existence of rights to similar utility models that were registered earlier
than the rights of the defendant; availability of the plaintiff's co-inventor's rights;
impossibility to carry out economic activities, manufacture and use similar products on the
territory of Ukraine, taking into account, among other things, the facts of patent trolling by
the subject of the rights to them; the impossibility of freely importing into the territory of
Ukraine goods that can be considered as manufactured using each feature included in the
independent clause of the claim of the invention under the current patent; violation of the
rights of the plaintiff as an employer (the subject of property rights to a service invention
(utility model)), the existence of rights to an invention (utility model), which are registered
by other persons, etc.

We agree with O. Batova's position, who notes that the existence of rights to an
invention (utility model) that does not actually meet the conditions for granting legal
protection, say, is not new, unjustifiably deprives other persons of the right to freely use
such an invention (utility model) [12, p. 53].

So, for example, by the Ruling of the Poltava Court of Appeal dated 13.01.2021, the
court upheld the decision of the court of first instance, which refused to satisfy the claims,
taking into account the absence of a violation of the rights of the plaintiff as an employer
to the service utility model, since it had not proven the fact of creation of such a utility
model by the defendant in connection with the performance of his duties as an employee
or the presence of a corresponding mandate from the employer or the fact of the creation
of such a utility model using the experience, production knowledge, production secrets and
equipment of the employer. By order of the employer, a thread milling machine was put
into operation at the enterprise. And the contested patent was issued for "Portable device
for metalworking", which ruled out the identity of the equipment manufactured by the
company with the utility model that was patented by the defendants [13].

Therefore, as can be seen from the materials of this case, the plaintiff (employer)
exercised his right to appeal to the court with a demand to declare the rights to the utility
model invalid, because he had a firm belief in the validity of his claims. On the condition
that if it was proven that the defendant created a utility model in connection with the
performance of his duties as an employee or an assignment of the employer or with the use
of experience, production knowledge, secrets of production and equipment of the
employer, it would be possible to say that the plaintiff had the right the claims to be
satisfied. Such actions of the defendant could be qualified as a basis for invalidating rights
to a utility model, such as "state registration of an invention (utility model) as a result of
filing an application in violation of the rights of other persons" (paragraph r, part 1 of
Article 33 of the Law). However, due to the lack of evidence of their claims, the fact of the
absence of a violation of law or legitimate interest is established.
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Considering the fact that the state registration of rights to utility models is carried out
only as a result of a formal examination (without conducting a qualification examination), it
is possible to register utility models that do not meet the conditions for granting legal
protection (for example, the condition of "novelty"), and in the future abuse by unscrupulous
the applicant with its utility model rights. Such actions are called patent trolling.

It should be noted that a claim for invalidation of invention rights (utility model) can
be brought to court both as an independent claim (that is, as an original claim) and in the
form of a counterclaim, if it is filed to eliminate the possibility of satisfying the original
claims.

Conclusions. The Law of Ukraine "On Protection of Rights to Inventions and Utility
Models" does not contain special requirements for the subject of the right to file a claim
for invalidation of invention rights (utility model). An exception is the legal provision on
appealing the decision of the NOIP Appeals Chamber regarding invalidation of the rights
to an invention or utility model (only the parties to such proceedings can appeal the
decision of the Appeals Chamber to the court). Therefore, any person can file a lawsuit in
court to declare the rights to an invention (utility model) invalid. At the same time, in order
to obtain the right to satisfy such a claim, the plaintiff must prove his interest in the case,
that is, he must confirm with evidence his violated, contested, unrecognized right or
interest.
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MpuceaYeHoO NpaBOBOMY aHarnidy BM3HaHHS MpaB Ha BuWHaxig (KOPMCHY MoAernb) Hepinc-
HYMK B CyA0BOMY nopsaky. [poaHanizoBaHo 0cobnuBoCTi Cy6’ekTHOrO cknagy ocib, Aki MalTb
NnpaBo Ha 3BEPHEHHS 3 MO30BOM MPO BM3HaHHSA NpaB Ha BUHaxif, (KOPUCHY MOAENb) HEAINCHUMMU.
BcTaHoBneHo, WO Ha 3MiHy iHCTUTYTy BM3HaHHA NaTeHTy Ha BuHaxig (KOpUCHY Mopenb)
Hegivichumn y 2020 p. 3anpoBafXeHO [HCTUTYT BU3HAHHA HEAINCHMMU MpaB Ha BUHaxig
(kopucHy mogens). loBeaeHo, Lo, iHIiLioKYM CyaoBe NPOBaAXEHHS, MO3NBaY ONUCYE B NO30BI
KinbKa KM4oBKX NUTaHb: sike came NpaBo (IHTEpeC) NOPYLLEHO; YNiMU OisMU Yn BE3AIANbHICTIO
Take npaBo MopylleHo (XxTo mae ByTu 3any4veHuin Sk Bignosigay y crnpasi); Ha YWi Npaea uu
060B’sI3KM MOXe BMAUHYTW PiLLEHHS Y CrpaBi (XTO NOBWHEH ByTu 3any4eHun sk TpeTs ocoba,
siKa He 3asABMsi€ CaMOCTIHUX BMMOT LLOAO NpedmeTa cropy); siki 06CTaBMHM NiATBEPAXYIOTh
dakT nopylueHHs npaBa (iHTepecy) no3vBaya (hakTuyHa nigcTtaBa Mo30BY) Ta [OKa3W, SKi
cBig4YaTh, Lo Taki 06CcTaBUHM Manu micle; HopMu NpaBea, Ha NiacTasi SKMX No3uBay 06rpyHTo-
ByBaTMMe CBOi BUMOru (MpaBoBa nigcTaBa Mo30By), Ta B MeXax SKOi lpucavKUii Mae BupiLly-
BaTUCb cnip. BcTaHOBNEHO, WO NpaBoO Ha OCKapXeHHs pieHHa AnensuiviHoi nanatyu HOIBI
LLIOAO0 BM3HAHHSA HEAIICHUMW MPaB Ha BUHaXiA, KOPUCHY MOAENb MalTb NULLE CTOPOHM TaKoro
NpPOBaKEHHS!, TOGTO CKapXXHUK, abo X Bonodineub NateHTy, MpaBa Ha sSIKNA BU3HAHI HEAINCHN-
MM MOBHICTIO abo YacTKOBO TakvMM piweHHaM AnensuiviHoi nanatu HOIB. O6rpyHTOBaHoO, LWo
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NiACTaBO ANS BU3HAHHS NMpaB Ha BMHaxig (KOPUCHY MOAerb) HEQINCHUMU € NOEAHAHHSA OBOX
[oBegeHnx akTUYHMX 06CTaBYH: MOPYLLEHHSA NPaB (3aKOHHMX IHTEPECiB) No3nBayva BHACMiAOK
YMHHOCTI NpaB Ha BWHaxig (KOPUCHY MOAernb) Ta pearbHOi HAagBHOCTI NiACTaB ANA BU3HAHHS
Cy[AOM MpaB Ha BuUHaxif, (KOPUCHY MoAenb) HedincCHUMU. ApryMeHTOBaHO, LLIO MOPYLLEHHSA NpaB
Y/ 3aKOHHMX IHTEpeciB Mo3vBaya y npaBax NpPO BW3HAHHS HeAiNCHVMMMK npaBa Ha BUHaxig,
KOpPUCHY Mofenb Moxe OyTu obrpyHTOBaHe: iCHyBaHHAM y HbOrO MpaB Ha aHarnoriyHi KOPUCHI
mozeni, aki 6ynu 3apeecTpoBaHi paHille, a HiX Npasa Bignosigaya; HasiBHICTIO B NO3vBaya npas
cniBBMHaXigHMKA; HEMOXMMBICTIO 3AINCHIOBATU FOCMOA4APCHbKY AiANbHICTb, BUFOTOBAATM Ta
BMKOPUCTOBYBAaTW Ha TepuTopii YKpaiHW NpoaykKuitlo (Yepe3 naTeHTHWI TPOMIHr Bignosigada sk
BOMOAINbLSA NATEHTY); HEMOXINMBICTIO BiflbHO IMMOPTYBAaTU Ha TEPUTOPID YKpaiHW ToBapu, siki
MOXYTb BBaXXaTUCHA TakUMMU, LLO BUTOTOBIEHI 3 BUKOPUCTAHHSAM KOXHOI O3HaKW, BKITOYEHOT A0
He3anexHoro NyHKTy opMynu BUHAxXoay 3a YMHHUM MATEHTOM; MOPYLUEHHSIM NpaB no3usava
Ak poboTopgaBus (cyb’ekTa MawHOBMX MpaB Ha Cnyx60BWIN BWHaxXid, KOPWUCHY MoAenb)
iCHYBaHHsIM NpaB Ha BUHaXxif, (KOPUCHY MOAErb), siKi 3apeecTpoBaHi iHWMMK ocobamu TOLLLO.
Kniroyosei criosa: naTteHT, NpoOMMUCIIOBa BNAaCHICTb, CyA, iHTENEKTyanbHa BnacHiCTb, NO30B.
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